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DETAILED ACTION 
Election/Restrictions 

1. Restriction is required under 35 U.S.C. 121 and 372. 

This application contains the following inventions or groups of inventions which 
are not so linked as to form a single general inventive concept under PCT Rule 13.1. 

In accordance with 37 CFR 1.499, applicant is required, in reply to this action, to 
elect a single invention to which the claims must be restricted. 
Group I, claim(s) 18-31, drawn to a filter. 

Group II, claim(s) 32-38, drawn to a method of manufacturing a filter. 

The inventions listed as Groups I and II do not relate to a single general inventive 
concept under PCT Rule 13.1 because, under PCT Rule 13.2, they lack the same or 
corresponding special technical features for the following reasons: The method of 
manufacturing a filter does not provide the additional filtration correction protection 
layer. The method adds a protection corrective filtration layer and then removes the 
layer thereby creating a different filter. 

2. During a telephone conversation with llya Zborovsky on 1 1-15 a provisional 
election was made without traverse to prosecute the invention of group 1 , claims 18-31 . 
Affirmation of this election must be made by applicant in replying to this Office action. 
Claims 32-38 are withdrawn from further consideration by the examiner, 37 

CFR 1.142(b), as being drawn to a non-elected invention. 

3. Applicant is reminded that upon the cancellation of claims to a non-elected 
invention, the inventorship must be amended in compliance with 37 CFR 1 .48(b) if one 
or more of the currently named inventors is no longer an inventor of at least one claim 
remaining in the application. Any amendment of inventorship must be accompanied by 
a request under 37 CFR 1 .48(b) and by the fee required under 37 CFR 1 . 1 7(i). 
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Information Disclosure Statement 

4. The information disclosure statement filed 9/3/04 fails to comply with the 
provisions of 37 CFR 1 .97, 1 .98 and MPEP § 609 because no copies of the foreign 
patent documents have been received. It has been placed in the application file, but the 
information referred to therein has not been considered as to the merits. Applicant is 
advised that the date of any re-submission of any item of information contained in this 
information disclosure statement or the submission of any missing element(s) will be the 
date of submission for purposes of determining compliance with the requirements based 
on the time of filing the statement, including all certification requirements for statements 
under 37 CFR 1 .97(e). See MPEP § 609.05(a). 

Specification 

5. The abstract of the disclosure is objected to because the abstract exceeds 1 50 
words in length. Correction is required. See MPEP § 608.01(b). 

6. Claim 23 is objected to because of the following informalities: claim 23 depends 
from cancelled claim 1, for examination purposes claim 23 is assumed to depend from 
claim 18. Appropriate correction is required. 

Double Patenting 

7. Applicant is advised that should claim 25 be found allowable, claim 27 will be 
objected to under 37 CFR 1 .75 as being a substantial duplicate thereof. When two 
claims in an application are duplicates or else are so close in content that they both 
cover the same thing, despite a slight difference in wording, it is proper after allowing 
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one claim to object to the other as being a substantial duplicate of the allowed claim. 
See MPEP § 706.03(k). 

Claim Rejections ■ 35 USC §112 

The following is a quotation of the second paragraph of 35 U.S.C. 112: 

The specification shall conclude with one or more claims particularly pointing out and distinctly 
claiming the subject matter which the applicant regards as his invention. 

8. Claims 20, 23, 24 and 26 are rejected under 35 U.S.C. 1 12, second paragraph, 
as being indefinite for failing to particularly point out and distinctly claim the subject 
matter which applicant regards as the invention. 

9. Claim 20 recites a ratio of the inlet surface to the outlet surface is equal to 1 .6-2.6 
but does not specify what the ratio is a comparison of. For examination purposes the 
ratio is assumed to compare the surface areas of the inlet and outlet surfaces. 

10. Claim 23 recites the limitation "said volumetric reinforcement". There is 
insufficient antecedent basis for this limitation in the claim. For examination purposes 
the volumetric reinforcement is assumed to be the load bearing reinforcement. 

1 1 . Claim 24 recites the limitation of the sheet material is a synthetic winterizer. It is 
unclear from the specification or from commonly used terms in the industry what a 
winterizer is or what its structure may be. For examination purposes the sheet material 
is assumed to be a synthetic polymeric material. 

12. Claim 26 recites the limitation "said chemically inert substance". There is 
insufficient antecedent basis for this limitation in the claim. For examination purposes 
claim 25 is assumed to read, "said protection additional layer is composed of a filtration 
material which is a chemically inert substance". 
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Claim Rejections - 35 USC § 102 and 103 

The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 
A person shall be entitled to a patent unless - 

(e) the invention was described in (1) an application for patent, published under section 122(b), by 
another filed in the United States before the invention by the applicant for patent or (2) a patent 
granted on an application for patent by another filed in the United States before the invention by the 
applicant for patent, except that an international application filed under the treaty defined in section 
351(a) shall have the effects for purposes of this subsection of an application filed in the United States 
only if the international application designated the United States and was published under Article 21(2) 
of such treaty in the English language. 

The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

13. Claims 18-20 and 27 are rejected under 35 U.S.C. 102(e) as anticipated by or, in 

the alternative, under 35 U.S.C. 103(a) as obvious over Nagaoka US 6 488 842. 

Regarding claim 18, Nagaoka teaches a filter comprising: a housing (2) provided with 

an inlet branch pipe (3), an outlet branch pipe (6) and a drain branch pipe (4) with 

shutoff valves (col. 5, line 67 - col. 6, line 2), a main filtration element composed of an 

ion-exchange material and having inlet and outlet surfaces for a liquid being filtered, 

said ion exchange material of said main filtration element being volumetric with a 

predetermined geometric shape, is armored by a load bearing reinforcement (18) 

attached to a perforated support (19) and forming a continuous porous framework of 

microglobules (22) with pores of predetermined size in correspondence with parameters 

of cleaning, an additional filtration correction protection layer (23) covering an inlet 



Application/Control Number: 10/506,754 Page 6 

Art Unit: 1723 

surface of said filtration element and composed of a finely grained substance introduced 
in form of powder deposited on said inlet surface of said main filtration element so that a 
powder granule size is greater than a size of ion exchange material pores (fig. 4, 5). 
Determination of "product by process" claims is based upon product alone, In re Thorpe , 
227 USDQ 964 (1985). The expressions for the filtration mass volume are dependent 
on of required flow rate of liquid being purified. Because a flow rate is not a structural 
limitation but a process limitation the determination of the filtration mass volume as 
taught by Nagaoka is deemed a structural equivalent to the process of determining the 
filtration mass volume expressions. The process of adding the additional filtration 
correction layer and retaining it on the mail filtration element as taught by Nagaoka is 
deemed a structural alternative to the process of introducing the additional filtration 
correction protection layer by a loading valve into a flow of filtration liquid and having it 
retained on the main filtration element by a liquid velocity. The expressions for the 
volume of additional filtration correction layer are volumetric formulas for any layer of a 
substance on the specified surfaces and therefore the additional layer of Nagaoka will 
inherently conform to the claimed expressions. 

Regarding claims 19, 25 and 27, Nagaoka further teaches the filter is formed as 
a hollow cylinder (fig. 2); the protection additional layer is composed of a filtration 
material which is chemically inert (col. 7, lines 4-6) and the filtration material of the 
protective additional layer is composed of a chemically active substance (col. 7, lines 1- 
15). 
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Regarding claim 20, Nagaoka teaches the inlet surface has a greater surface 
area than the outlet surface but does not give a specific ratio. It would have been 
obvious to one of ordinary skill in the art at the time the invention was made to use the 
ratio of the inlet surface area to the outlet surface area of 1 .6-2.6 to provide an 
adequate amount of filtration material between the two surfaces. 

14. Claims 21 and 22 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over Nagaoka '842. Nagaoka teaches the filter of claim 18 but does not teach the filter 
formed as a cone or flat. These configurations for water filters are well known in the art 
and would have been obvious to one of ordinary skill in the art at the time the invention 
was made because the conical configuration provides slightly more surface area than 
the cylindrical configuration and the flat configuration may be suited for a vertical 
column or other space restrictions. 

15. Claims 23 and 24 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over Nagaoka '842 in view of Koslow US 2003/01 1 1404. Nagaoka teaches the filter of 
claim 18 but does not teach the load bearing reinforcement is a fibrous non-woven 
sheet material. Koslow teaches an ion exchange material with a load bearing 
reinforcement of a synthetic non-woven sheet material (col. 5, lines 1-14). It would have 
been obvious to one of ordinary skill in the art at the time the invention was made to use 
the material of Koslow as the main filtration element because the sheet is made of high 
strength polymer for support and is flexible for different applications (col. 5, lines 1-14, 
col. 6, lines 43-52). 
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16. Claim 26 is rejected under 35 U.S.C. 103(a) as being unpatentable over 
Nagaoka '842 in view of Karbachsch et al. US 5 169 528. Nagaoka teaches the 
protection additional layer is chemically inert but does not teach the substance being 
perlite. Karbachsch teaches the use of perlite as an outer protection layer (21a, fig. 3). 
It would have been obvious to one of ordinary skill in the art at the time the invention 
was made to use perlite because it is a common filtration material and is filtration active 
(col. 7, lines 1-4). 

17. Claim 28 is rejected under 35 U.S.C. 103(a) as being unpatentable over 
Nagaoka '842 in view of Johnson US 3 71 5 287. Nagaoka teaches the protection 
additional layer is chemically active but does not teach the substance being 
formaldehyde resin. Johnson teaches treating water with carbon particles with 
formaldehyde resin filling the pores (col. 6, lines 46-67). It would have been obvious to 
one of ordinary skill in the art at the time the invention was made to use the particles of 
Johnson because the resin is permeable to cations but not to anions (col. 6, lines 60- 
62). 

18. Claim 29 is rejected under 35 U.S.C. 103(a) as being unpatentable over 
Nagaoka '842 in view of Kimmel US 5 670 046. Nagaoka teaches the filter of claim 18 
but does not teach the additional protective layer having dolomite, a material that 
corrects pH value. Kimmel teaches a water filter have an initial filtration stage 
containing dolomite (col. 4, lines 40-55). It would have been obvious to one of ordinary 
skill in the art at the time the invention was made to use dolomite because the dolomite 
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maintains a higher pH to precipitate a portion of phosphorous compounds and other 
minerals (col. 1, lines 55-65). 

19. Claims 30 and 31 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over Nagaoka '842 in view of Discepolo et al. US 5 271 837. Nagaoka teaches the filter 
of claim 18 but does not teach the additional protection layer includes a bacteriostatic 
substance. Discepolo teaches a water filter with an initial filtration stage of silver 
activated charcoal (col. 6, lines 1-3). It would have been obvious to one of ordinary skill 
in the art at the time the invention was made to use the silver activate charcoal of 
Discepolo because the silver is a bactericidal agent (col. 2, lines 1-3). 

Conclusion 

20. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Benjamin Kurtz whose telephone number is 571-272- 
821 1 . The examiner can normally be reached on Monday through Friday 8:00am to 
4:30pm. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Wanda Walker can be reached on 571-272-1151. The fax phone number 
for the organization where this application or proceeding is assigned is 571-273-8300. 
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Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 
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